Manufacturing Licence Between Non-Competitors

Taking advantage of Regulation EC/772/2004

This Agreement is made on the [      ] day of [      ] 20[  ] between [      ] Limited whose registered office is at [      ] (the “Licensor”) and [      ] Limited whose registered office is at [      ] (the “Licensee”).

1  Definitions
1.1 “Competing Technology”  means  any technology which a potential licensee would reasonably regard as interchangeable with or substitutable for the Licensed Technology (by reason of its characteristics, required royalties and intended use) and which could  be used by such licensee in the Territory for the manufacture and sale of products competitive with the Products without infringing the Licensed Technology.

1.2 The “EC” means the member states of the European Union and the European Economic Area for the time being. For the avoidance of doubt if a state shall cease to be a member state or shall become a member state of the European Union it shall thereupon cease to be or become, respectively, part of the EC for the purposes of this definition. 

1.3 “Intellectual Property Rights” means patents, registered and unregistered designs, trade marks, copyright and all other intellectual property protection of  any nature whatsoever. 

1.4 The “Know-how” is defined in part 1 of Sch.1.

1. 5 “Licensed Technology” means the Patents and the Know-how

1.6  The “Patents” means those patents  listed in part 2 of Sch.1.

1.7  The “Products” means those products listed in part 3 of Sch.1.

1.8 The “Regulation” means European Commission Regulation EC/772/2004 commonly referred to as the Technology Transfer Block Exemption.

1.9  A “Severable Improvement” means an improvement enhancement or modification to the Licensed Technology which can be exploited without infringing the Licensed Technology.

1.10 The “Territory” means those areas listed in part 4 of Sch.1.

1.11 The “Trade Mark” means those trade marks and trade names listed in part 5 of Sch.1.

2. Licence

2.1 The Licensor hereby grants the Licensee a licence to use the Licensed Technology to make [or have made by way of a subcontractor] the Products in the Territory.

2.2 The Licensor hereby grants the Licensee a licence to distribute and sell the Products manufactured pursuant to cl. 2.1 under the Trade Mark within the EC (subject to cl. 5).

2.3 The Licensor undertakes that during the continuance of this Agreement it will neither license the Licensed Technology to a third party in the Territory [for the purpose of the manufacture of the Products], nor use the Licensed Technology [for the manufacture of the Products] in the Territory itself. 

3 Licensee’s general undertakings

3.1 Due diligence

3.1 The Licensee shall during the continuance of this Agreement use its best endeavours to manufacture and market the Products in accordance with the terms of this Agreement.

3.2 Conforming to local legislation

3.2 The Licensee will ensure that it conforms with all legislation rules regulations and statutory requirements existing in the Territory from time to time in relation to the Products.

3.3 Proper storage of products
3.3 The Licensee undertakes to store the Products and [components] [ingredients and raw materials] for the Products under conditions that will prevent deterioration and also where necessary and at the request of the Licensor to store particular items under special conditions and in accordance with special procedures such as may be appropriate to their requirements including without limitation the observation of proper rotation of stock for items used in the manufacture of the Products so that all such items are used in such manufacture before the expiry of the specified shelf-life or (if none) of the period during which it is reasonable to expect that they can be stored without deterioration. Where the Licensee is responsible for clearing items through customs and other import formalities into the Territory it shall exercise its best endeavours to ensure that such clearance is carried out as quickly as possible and that pending such clearance the items are stored as aforesaid. The Licensee agrees to allow the Licensor or its authorised representative to inspect the Products and any other such items when in storage under the control of the Licensee from time to time upon reasonable notice.

3.4 Minimum Royalties

3.4 The Licensee undertakes the obligations in relation to payment of minimum royalties set out in Sch.2.

3.5 Non-competition clause

3.5.1 The Licensee undertakes during the continuance of this Agreement:

3.5.1.1.  not to take a licence of any Competing Technology from a third party for the manufacture of any products competitive with the Products in the Territory; and 

3.5.1.2  not to sell in or import into the Territory any products competitive with the Products; and 

3.5.1.3 not to be indirectly interested in any of the activities specified in cl. 3.5.1.1. and cl. 3.5.1.2; 

provided that this cl. 3.5.1 shall not apply to that Competing Technology (if any) or those competing products (if any) listed in Sch.3.

3.5.2 If the Licensee during the continuance of this Agreement creates a Competing Technology as a result of its own research and development activities and commences to produce or licences a third party to produce, on the basis of such Competing Technology, products for sale in the Territory which compete with the Products, the Licensor shall have the right to serve a notice upon the Licensee [terminating this agreement upon  the expiry of thirty days after service of such notice] [and upon the expiry of thirty days after service of such notice cl. 2.3 shall thereupon be deemed to be deleted from this Agreement so that the licences granted by this Agreement become non-exclusive] [and neither party shall have any further rights in respect of improvements generated by the other after the date of such amendment] [and the Licensee shall furnish proof to the Licensor that the Licensee is not using the Licensed Technology in connection with such competing activity].

3.6 Patent and trade mark notices

3.6 The Licensee shall leave in position and not cover or erase any notices or other marks (including without limitation details of patents or notices that a trade mark design or copyright is owned by the Licensor or a third party) which the Licensor may place on or affix to any item relating to the Products supplied by the Licensor pursuant to cl. 6.2.

3.7 Indemnity

3.7 The Licensee undertakes that it will indemnify the Licensor against all proceedings costs liabilities injury loss or damage arising out of the breach or negligent performance by the Licensee of the terms of this Agreement. The Licensee undertakes that it will maintain product liability insurance (in an amount and upon terms satisfactory to the licensor) in respect of all Products manufactured and sold by it. Upon demand the Licensee shall from time to time furnish the Licensor with evidence (satisfactory to the Licensor) of the existence and the extent of the coverage of such insurance. 

4   Enquiries

4 During the continuance of this Agreement the Licensee shall refer to the Licensor all enquiries it receives for the Products for sale or ultimate delivery outside the EC and the Licensor shall refer all enquiries received by it for sale of the Products in the Territory to the Licensee.

5  Extra-territorial activities

5.1 The Licensee shall not during the continuance of this Agreement carry on the following activities in any area within the EC in respect of (a) any territory (a “Reserved Territory”) or (b) any customer group (a “Reserved Customer Group”) which has in the case of either (a) or (b) been allocated by the Licensor to another licensee (individually an “Allocated Reserved Area” and collectively “Allocated Reserved Areas”):

5.1.1  actively approach individual customers in a Reserved Territory or a Reserved Customer Group for orders for the Products (including without limitation by way of direct mail or personal visits); or

5.1.2  actively approach a Reserved Customer Group or a specific group of customers in a Reserved Territory through advertisements in media or other promotions specifically targeted at that Reserved Customer Group or at customers in that Reserved Territory; or

5.1.3 open branches for the sale of the Products in a Reserved Territory, or establish a distribution outlet or warehouse for the Products in a Reserved Territory; or

5.2 For the purposes of this clause an “Exclusive Allocated Reserved Area” shall mean an Allocated Reserved Area in which the current licensee for that Allocated Reserved Area has not yet been selling the Products for a period of two years. Notwithstanding anything contained in cl. 5.1, during the continuance of this Agreement whenever an Allocated Reserved Area is an Exclusive Allocated Reserved Area the Licensee shall (a) refer to the Licensor all enquiries it receives for the Products for export from the Territory into that Allocated Reserved Area and (b) shall not during the continuance of this Agreement sell the Products in, nor export or assist in or be a party to the export of the Products from the Territory into, that Allocated Reserved Area. 

5.3 The Licensee shall during the continuance of this Agreement refer to the Licensor all enquiries it receives for the Products for export from the Territory into a Reserved Territory or Reserved Customer Group which is reserved for the Licensor (a “Licensor’s Reserved Area”). Further the Licensee shall not sell the Products in, nor export or assist in or be a party to the export of the Products from the Territory into, any Licensor’s Reserved Area. 

5.4 Notwithstanding the provisions of this clause, the Licensee shall be entitled to carry out general advertising or promotions in media or on the internet that reach customers in a Reserved Territory or a Reserved Customer Group provided that such advertising and promotion is primarily intended to reach customers (including without limitation customers in the Territory) who are outside any Reserved Territory and do not form part of any Reserved Customer Group (“general customers”) and that such advertising and promotion is a reasonable way to reach such general customers.

5.5 The Reserved Territories and the Reserved Customer Groups in existence at the date of this Agreement are set out in part 6 of Sch.1 and annotated as to whether they are in each case an Allocated Reserved Area, an Exclusive Allocated Reserved Area or a Licensor’s Reserved Area. The Licensor shall notify the Licensee:

5.5.1 upon a territory ceasing to be a Reserved Territory or upon a group of customers ceasing to be a Reserved Customer Group;

5.5.2 upon a territory becoming a Reserved Territory or upon a group of customers becoming a Reserved Customer Group (and also in such case notifying whether the relevant territory is an Allocated Reserved Area, an Exclusive Allocated Reserved Area or a Licensor’s Reserved Area); and 

5.5.3 upon an Allocated Area ceasing to be or becoming an Exclusive Allocated Reserved Area;

5.5.4 upon a Licensor’s Reserved Area ceasing to be such and becoming an Allocated Area or an Exclusive Allocated Area;

5.5.5 upon an Allocated Reserved Area becoming a Licensor’s Reserved Area. 

and upon any such notification part 6 of Sch.1 shall be deemed to have been amended accordingly.  

5.6 The Licensee shall not (during the continuance of this Agreement sell the Products outside the EC.

5.7 The Licensor shall impose on any other licensee appointed by it for areas of the EC outside the Territory obligations identical to those imposed upon the Licensee under cll. 4 and 5.

6 Manufacture of the Products

6.1 Subcontracting

6.1 The Licensee may subcontract the activities of manufacture permitted under this licence but always subject to cl. 19.

6.2 Purchases from Licensor 
6.2 The Licensee shall procure only from the Licensor or any other source previously approved in writing by the Licensor those goods (if any) listed in Sch.4 (“Purchased Items”) [the same being necessary for a technically proper exploitation of the Licensed Technology for the manufacture of the Products in accordance with Sch.5 including without limitation for ensuring that the Products conform to the quality specifications laid down in that schedule].

6.3 Know-how, Quality Standards and Quality Control

6.3 The Licensor shall transfer the Know-how to the Licensee and the Licensee shall undertake the obligations in relation to quality standards and quality control as provided in Sch.5.

6.4 Terms and conditions of supply of licensor

6.4 The parties hereto agree that orders placed by the Licensee with the Licensor for items pursuant to cl. 6.2 shall be on the terms set out in Sch.6.

6.5  Royalty

6.5 The Licensee shall pay a royalty to the Licensor in respect of the Licensee’s activities under this Agreement in accordance with Sch.7.

7 Licensee’s records

7  The Licensee shall keep proper books of account and records together with copies of invoices and other relevant papers showing all orders placed and executed and shall allow the Licensor or its authorised representative access to the said accounts records invoices and papers for the purpose of checking any information given by the Licensee to the Licensor or of obtaining any information or data relevant to the performance of the rights and duties of the Licensee under this Agreement at all reasonable times (whether this Agreement be terminated or not) until all duties and obligations of the Licensee to the Licensor have been performed and discharged in full.

8 Advertising and merchandising

8.1 The Licensee shall expend upon advertisements point of sale promotion merchandising and publicity material for the Products (hereinafter called “Advertising”) during each consecutive period of twelve months of the currency of this Agreement (other than the first such period which commences upon the date hereof) not less than a sum equal to [    ] per cent of the actual proceeds of sale of the Products in the Territory during the preceding such period. The said proceeds shall be calculated on the same basis as that provided in para 2 of Sch.7.  For the first period of twelve months aforesaid the Licensee shall expend upon Advertising not less than the sum of [    ].

8.2 All Advertising shall be subject before issue by the Licensee to the prior written approval of the Licensor of the form manner extent and wording thereof.

8.3 All sales promotion activities for the Products of whatever nature must receive the prior written approval of the Licensor which reserves the right to veto the same entirely at its discretion.

8.4 The cost of all Advertising and sales promotion activities shall unless otherwise decided be borne by the Licensee.

8.5 The cost of all merchandising returns from customers relating to the Products shall (unless otherwise agreed in writing) be borne by the Licensee.

9 Sales and marketing policies

9.1 The Licensee shall conform to the general sales and marketing policies philosophies and principles of the Licensor and the Licensor reserves the right to issue directions from time to time to the Licensee to ensure such conformity.

9.2 Selling prices for the sale of the Products in the Territory by the Licensee shall be established and may be revised from time to time by the Licensee.

9.3 The Licensee undertakes to apply the Trade Mark to all Products manufactured and or sold by the Licensee, and not to present any such Products for sale otherwise than with the Trade Mark affixed thereto and in accordance with the get-up required by the Licensor.

9.4 The Licensee shall mark the Products with an indication they are manufactured under licence from the Licensor and with an indication of the relevant Patents.

9.5 Nothing in this Agreement (including without limitation cll 8 and 9) shall oblige the Licensee to obtain approval or accept directions or give notifications in respect of matters relating to pricing of the Products or (except as expressly provided for in this Agreement) as to the persons to whom the Products shall be sold by the Licensee or the areas in which and the purposes for which the Products shall be used or sold.

10 Stocks of the products

The Licensee shall at all times during the continuance of this Agreement carry at least [three months’ stock] of the Products (in a finished state) and at least [one months’] stock of all the relevant [raw materials] [components] [ingredients and] packaging for the Products so that all orders received by the Licensee can be supplied without undue delay and shall supply such reports as to stock levels and movements as the Licensor may from time to time request.

11 Licensee’s staff

The Licensee shall maintain during the continuance of this Agreement sufficient staff to manufacture distribute sell and promote the sale of the Products throughout the Territory and perform in a timely and satisfactory manner the Licensee’s obligations under this Agreement and in particular shall create and maintain a sales force of sufficient size from time to time to fulfill the Licensee’s obligations under this Agreement in relation to the sale and marketing of the Products.

12 Monthly reports

The Licensee shall send to the Licensor by the [tenth] day following the end of each calendar month during the continuance of this Agreement a report of sales made of the Products in the Territory during that month together with such other marketing and other information in relation to the operation of the Agreement as the Licensor may reasonably require. Forms for these reports will be supplied by the Licensor.

13 Intellectual Property Rights

13.1 It is agreed that all rights to the Trade Mark are and shall remain the exclusive property of the Licensor. The Licensee shall at the expense of the Licensor enter into such agreements with the Licensor (including but without limitation registered user agreements) and shall execute such documents and carry out such actions as may be necessary to protect such rights of the Licensor in the Territory.

13.2 The Trade Mark shall not be used in any manner liable to invalidate the registration thereof and the right to use the Trade Mark in connection with the appropriate Products is only granted to the extent that the Licensor is able to do so without endangering the validity of the registration.

13.3 The Licensee shall (in so far as it becomes aware thereof) notify the Licensor of any unauthorised use in the Territory of the Trade Mark or of any other Intellectual Property Rights in the control or ownership of the Licensor. At the request and cost of the Licensor the Licensee shall take part in or give assistance in respect of any legal proceedings and execute any documents and do any things reasonably necessary to protect the Licensor’s Intellectual Property Rights (including without limitation the Trade Mark) in the Territory.

13.4 No provision in cl. 13 or in any agreements or documents executed pursuant to cl. 13 or elsewhere in this Agreement shall have effect so as to prejudice or hinder the right of the Licensee to challenge the validity of the Patents or the Trade Mark, or the secrecy or substantiality of the Know-how as defined in Art. 1(i) of the Regulation.

14 No joint venture or partnership

14 Nothing in this Agreement shall create a partnership or joint venture between the parties hereto and save as expressly provided in this Agreement neither party shall enter into or have authority to enter into any engagement or make any representation or warranty on behalf of or pledge the credit of or otherwise bind or oblige the other party hereto.

15 Commencement and term of agreement

15.1 This Agreement shall commence upon [    ] and continue in force for a period of [five years] from that date subject to earlier termination as herein provided.

15.2 The Licensee shall obtain at its own expense all necessary permissions consents and licences (including but without limitation governmental [health] [communications] [safety] authority licences if required) to enable the Licensee to manufacture market distribute and sell the Products in the Territory and obtain any other governmental permission consent or licence necessary for the full and legal operation of this Agreement [including (if necessary) registration of this Agreement with the relevant governmental authority to enable remittance in accordance with this Agreement of the royalty payable to the Licensor hereunder].

15.3 If the said permissions consents and licences are not obtained and fully operative within a period of [six months] from the aforesaid date of commencement the Licensor shall thereafter have the option to terminate this Agreement immediately by notice to the Licensee. The said option shall cease if (prior to its exercise) the aforesaid permissions consents and licences have in fact been obtained and are fully operative even though this has been achieved outside the said period of [six months].

15.4 The Licensee shall not be entitled to any compensation on the termination of this Agreement by reason of any of the provisions of cll. 15 or 16 including but without limitation by reason of expiry by effluxion of time.

15.5 Notwithstanding any other provision of this Agreement, this Agreement shall terminate automatically and without notice upon the date upon which the last of the Patents to be in force expires, lapses or is declared invalid, or, if later, upon the date upon which the Know-how has ceased to be secret (other than as a result of  disclosure by the licensee). 

16 Termination

Without prejudice to any right or remedy the Licensor may have against the Licensee for breach or non-performance of this Agreement the Licensor shall have the right summarily to terminate this Agreement:

16.1 On the Licensee committing a material breach of this agreement providing that (where the breach is capable of rectification) the Licensee has been advised in writing of the breach and has not rectified it within [twenty-one] days of receipt of such advice.

16.2 If the Licensee shall have any distress or execution levied upon its goods or effects.

16.3 On the commencement of the winding up or bankruptcy of the Licensee or on the appointment of a receiver of the Licensee’s assets or on the Licensee ceasing to do business at any time for thirty consecutive days (other than for annual holidays).

16.4 On the Licensee for any reason of whatsoever nature (other than a default of the Licensor) being substantially prevented for a period of not less than [six] months from performing or becoming unable to perform its obligations hereunder.

16.5 On the Licensee assigning or attempting to assign this Agreement without the prior written consent of the Licensor.

16.6 If control of the Licensee shall pass from the present shareholders or owners or controllers to other persons whom the Licensor shall in its absolute discretion regard as unsuitable.

16.8 In the event that the Licensee contests in or by way of any legal proceedings or in any other way whatsoever the validity of any of the Patents or the Trade Mark or the secrecy or substantial nature of the Know-how the Licensor may serve notice on the Licensee requesting him to cease such contest immediately and, if the Licensee does not cease such contest within seven days of receipt of such notice, this Agreement shall thereupon automatically terminate.

17 Effect of termination
17.1 Upon termination of this Agreement from any cause whatsoever (including but without limitation expiry by effluxion of time) other than the operation of cl. 16.1 the Licensor shall at the request of the Licensee and subject to the remainder of cl. 17 be obliged to repurchase at manufactured or landed cost as the case may be the following items (hereinafter collectively called the “Stock”):

17.1.1 the quantity of each finished Product held by or on behalf of the Licensee at the date of termination up to a maximum equal to the quantity of the relevant Product sold during the [six] month period prior to the date of termination; and

17.1.2 the quantity of each ingredient or component purchased pursuant to cl. 6.2 and held by or on behalf of the Licensee at the date of termination up to a maximum equal to that necessary to manufacture the quantity of the relevant finished Product sold during the [six] month period prior to the date of termination.

17.2 Any Stock which the Licensor does not choose to have returned under cl. 17.1 shall (subject to the receipt by the Licensee of payment therefor) be destroyed forthwith by the Licensee in the presence of the Licensor or the authorised representative of the Licensor.

17.3 Notwithstanding the foregoing the Licensor shall be under no obligation to take over any Stock which is unmerchantable obsolete illegal damaged deteriorated defective or otherwise unfit for sale or (where any item has a shelf-life) with more than half of its shelf-life expired.

17.4 The Licensee shall destroy in accordance with the procedure provided in cl. 17.2 at its own expense and without making any charge on the Licensor:

17.4.1 all finished Products and ingredients or components purchased pursuant to cl. 6.2 not taken over by the Licensor which are obsolete illegal damaged deteriorated defective or otherwise unfit for sale or (where relevant) with more than half of their shelf-life expired, irrespective of whether they form part of the Stock or not; and

17.4.2 all marketing, advertising and packaging material in the possession or control of the Licensee relating to the Products or bearing the Trade Mark.

17.5 Upon termination of this Agreement under cl. 16.1 the Licensor shall have no obligation to purchase the Stock. 

17.6 Upon termination of this Agreement from any cause whatsoever (including expiry by effluxion of time) the Licensee shall have no further rights to use the Trade Mark in any way whatsoever and in particular but without prejudice to the generality of the foregoing shall cease to use the Trade Mark on its letterheads packaging vehicle liveries or elsewhere and shall sell any stocks of the Products not disposed of under the previous clauses of 17 in packaging which bears neither the Trade Mark nor the name of the Licensor, provided that the Licensor shall still be obliged to pay a royalty in respect of such stocks in accordance with cl. 6.5 and Sch.7 notwithstanding the Termination of the Agreement.

17.7 Upon such termination the Licensee shall (if so required) supply the Licensor with a list of the Licensee’s customers for the Products.

17.8 Upon such termination the Licensee shall (if legally possible) assign to the Licensor free of charge all permissions consents and licences (if any) relating to the manufacture and or marketing and or distribution and or sale of the Products and execute all documents and do all things necessary to ensure that the Licensor shall enjoy the benefit of the said permissions consents and licences after the said termination to the entire exclusion of the Licensee.

17.9 Upon such termination the Licensee shall:

17.9.1 have no further rights to use and shall cease to use the Licensed Technology in any way whatsoever; and 

17.9.2 procure the return to the Licensor of all material embodiments of the Know-how, whether or not readable by the human eye, including without limitation all patterns, instruction books, technical pamphlets, specifications, formulae, manufacturing instructions, and drawings relating to the Products which are not public knowledge.

18 Confidentiality

18.1 The parties agree that all rights to the Know-how (other than those specifically granted to the Licensee by this Agreement) are reserved to the Licensor and the Licensee shall use the Know-how only for the purpose (hereinafter called the “Purpose”) of exploiting its rights and fulfilling its obligations under this Agreement (including without limitation the manufacture marketing and sale of the Products).

18.2 The Licensee shall not use the Know-how except in connection with the Purpose to benefit itself or others and will not communicate the Know-how to others except as specifically permitted by this Agreement in connection with the Purpose or if expressly authorised prior to its disclosure so to do in any instance by the Licensor.

18.3 The Licensee undertakes that the Know-how will be made available in confidence only to such of its employees and subcontractors as need to know the same for the Purpose and that such employees are bound by their contracts of employment and such subcontractors are bound by confidentiality undertakings identical to cl. 18 not to use or disclose the Know-how transmitted to them by the Licensee.

18.4 The Licensee undertakes at its own expense to enforce the obligations of confidentiality imposed upon its employees and subcontractors in accordance with cl. 18.3 in so far as they relate to a disclosure of the Know-how by such employees or subcontractors.

18.5 The Licensee agrees that the Know-how shall not be copied or reproduced by it without the express permission of the Licensor except for such copies as may be reasonably required for the Purpose by the Licensee.

18.6 The Licensee undertakes [to prevent] [to exercise its best endeavours to prevent], [to exercise the same procedures and safeguards as used in connection with its own confidential information for the purpose of preventing] the disclosure of the Know-how and the access of unauthorised persons to the Know-how.

18.7 The Licensee shall in the discharge of its obligations under cl. 18.6 arrange proper [and secure] storage for such Know-how in the form of documents papers computer disks magnetic tapes or in any other material form.

18.8 The obligations imposed under cll. 18.1 to 18.6 inclusive shall not apply to the Know-how if the same:

18.8.1 was in the public domain at the time it was disclosed or thereafter shall fall into the public domain except through the default of the Licensee its employees agents or subcontractors; or

18.8.2 was known to and recorded by the Licensee prior to its disclosure to the Licensee by the Licensor; or

18.8.3 was disclosed after the express prior authorisation of the Licensor; or

18.8.4 becomes known to the Licensee from a source other than the Licensor without breach of this Agreement by the Licensee; or

18.8.5 was independently developed by the Licensee without the benefit of any of the Know-how by employees of the Licensee who had no access to the Know-how; or

18.8.6 is disclosed [five years] from the time of receipt thereof.

18.9   If only a portion of the Know-how falls within any one of the exceptions under cl. 18.8 the remainder shall continue to be subject to the prohibitions and restrictions of clause 18.

18.10  No licence or conveyance of any rights to the Licensee under any discoveries inventions or patents or to use the Know-how other than for the Purpose is granted or implied by the transmission of the Know-how to the Licensee under this Agreement.

18.11 Notwithstanding anything contained elsewhere in this Agreement, the provisions of this clause shall survive the termination or expiry of this Agreement.

19 Transmission of rights

The benefit of the rights granted to the Licensee by this Agreement shall be personal to the Licensee who shall not without the prior consent in writing of the Licensor mortgage or charge the same to any third party nor sublicense subcontract or assign the same or part with any of its rights or obligations hereunder save that the foregoing shall not prevent:

19.1 the Licensee from factoring or mortgaging or in any way creating a charge or security over Products the title in which shall have passed to it or over book-debts created by the sale of such Products; and

19.2 the Licensee from subcontracting the activities of manufacture packaging or finishing of the Products to a third party under cl. 6.1 provided that such subcontracting shall not be taken to relieve it from any of its duties or obligations under this Agreement in relation to such activities including but without limitation those set out in cl. 18 and in Sch.5. All obligations undertaken by the Licensee under this Agreement in relation to manufacture including but without limitation those set out in cl. 18 and Sch.5 shall be imposed upon such subcontractors by the Licensee by means of a written agreement between the Licensee and each such subcontractor in a form approved in writing prior to signature by the Licensor. Upon the signature of each such agreement a copy thereof shall forthwith be supplied to the Licensor by the Licensee.

20 Miscellaneous

20.1 No waiver, alteration, variation or addition to this Agreement shall be effective unless made in writing on or after the date of signature of this Agreement by both parties and accepted by an authorised signatory of both parties.

20.2 The interpretation construction effect and enforceability of this Agreement shall be governed by English Law, and the parties agree to submit to the exclusive jurisdiction of the English courts.

20.3 All notices documents consents approvals or other communications (a “Notice”) to be given hereunder shall be in writing and shall be transmitted by first class registered or recorded delivery mail, or by facsimile or other electronic means in a form generating a record copy, to the party being served at the relevant address for that party shown at the head of this Agreement. Any Notice sent by mail shall be deemed to have been duly served three working days after the date of posting. Any Notice sent by facsimile or other electronic means shall be deemed to have been duly served at the time of transmission if transmitted during normal business hours to the location of the recipient and if not so transmitted then at the start of normal business hours on the next business day commencing at such location after the time at which the transmission was made.

.

20.4 The headings in this Agreement shall not affect its interpretation.

20.5 Throughout this Agreement, whenever required by context, the use of the singular number shall be construed to include the plural, and the use of the plural the singular, and the use of any gender shall include all genders.

20.6 The Schedules and Appendices to this Agreement constitute an integral part hereof.

20.7 Reference in this Agreement to a clause or a Schedule is to a clause or Schedule of this Agreement.

20.8 If any term or provision in this Agreement shall be held to be illegal or unenforceable, in whole or in part, under any enactment or rule of law, such term or provision or part shall to that extent be deemed not to form part of this Agreement but the validity and enforceability of the remainder of this Agreement shall not be affected.

20.9 The waiver or forbearance or failure of a party in insisting in any one or more instances upon the performance of any provisions of this Agreement shall not be construed as a waiver or relinquishment of that party’s rights to future performance of such provision and the other party’s obligations in respect of such future performance shall continue in full force and effect.

Schedule 1

Definitions

Part 1 The Know-how

The Know-how shall mean the following details in relation to each of the Products:

[1. Production drawings of subassemblies as manufactured by the Principal for the Products.

2. Layout and other documents for manufacturing assembling and testing the Products.

3. Purchasing specifications for components for the Products.

4. Test specifications for manufactured items.

5. Documents relating to installation maintenance factory operating data testing and training.

6. Drawings specifications and information for the manufacture or procurement of all production tools gauges inspection equipment and accessories required for the manufacture of the Products.

7. Specifications of machine tools and accessories required for the manufacture of the Products together with written advice on their ordering selection and procurement.]

[The Know-how shall mean the following details in relation to each of the Products:

1. quantitative composition

2. manufacturing procedure

3. specification of finished product.

4. method of analysis of finished product

5. specifications of raw materials

6. methods of analysis of raw materials

7. data on stability of preparations

8. indication/dosage

9. description of performance

10. animal tests

11. clinical tests

12. data on toxicology

13. Technical assistance and training in the implementation of all the foregoing in accordance with the specification and programme set out in the Appendix to Sch.5.]

Part 2 The Patents

Part 3 The Products

Part 4 The Territory

Part 5 The Trade Mark

Part 6 The Reserved Territories and the Reserved Customer Groups

Schedule 2

Minimum Royalties

The Licensee undertakes to pay during each consecutive period of twelve months of the currency of this Agreement the first such period to commence upon the date of commencement of this Agreement, royalties  in respect of sales of the Products during the relevant period calculated in accordance with Sch.7 or the relevant one of the following sums of money whichever is the greater:



Period 

  


Pounds Sterling

Schedule 3

Exceptions to restrictions on the Licensee dealing with Competing Technology obtained from third parties and sale and importation of competing products

Schedule 4

Items to be purchased from Licensor

Schedule 5

Transmission of Know-how, quality standards and quality control

1 The Licensor shall upon the date of signature of this Agreement supply the Know-how specified in paras 1 to 7 of part 1 of Sch.1 to the Licensee in written form and shall provide the Know-how specified in para.8 of part 1 of Sch.1 in accordance with the specification and programme [and in return for the payments] set out in the Appendix to this Schedule.

2 The Licensee shall (unless otherwise specifically permitted by the prior written approval of the Licensor) comply fully with all those requirements contained in the Know-how for the quality of materials and workmanship used in the manufacture finishing and packing of each of the Products and for the appearance design and get-up of each of the Products and its packaging.

3 The Licensee shall not put on the market any Products or packaging in respect of which it has not achieved full compliance with the said requirements.

4 The Licensee shall send (at its expense) [two] samples packaged for retail sale from the first batch of each Product to be manufactured or finished by or for it after the commencement of this Agreement to a quality control laboratory nominated by the Licensor and no sale or distribution of that Product shall take place until the Licensor signifies its written agreement that the sample in question complies fully with its requirements as aforesaid.

5 [Each year on the anniversary of the date of signature of this Agreement] [On the first day of each month during the continuance of this Agreement] the Licensee shall despatch (at its own expense) to a quality control laboratory nominated by the Licensor [two] finished samples [packaged for retail sale] chosen at random of each Product manufactured finished or packed by or for it during the preceding [year] [month].

6 The Licensor shall have the right on reasonable notice during business hours by its authorised representatives to visit any places (under the control of the Licensee or its subcontractors) where the Products [or raw materials or packaging for the Products] are manufactured finished packed or stored and to inspect and to take samples to ascertain to what extent the Licensee is complying with the aforesaid requirements.

7 If any law or governmental regulation in the Territory prevents the Licensee from full compliance with the requirements as aforesaid the Licensee shall notify the Licensor of this in writing stating in what way the requirements will have to be amended to conform to such law or regulation and requesting the Licensor to approve such amendment. The Licensor shall not unreasonably withhold such approval and shall in any case reply in writing within [thirty] days of receipt of such a request. The Licensee shall be responsible for and bear the expense of ascertaining the aforesaid amendments and all consequent necessary reformulations or changes in components design manufacturing or packaging materials or methods for the relevant Product.

8 The Licensor warrants that it has the right to disclose the Know-how to the Licensee and that neither the sale nor use of the Products nor the use of the Know-how in accordance with this clause shall cause the Licensee to infringe any Intellectual Property Rights owned or controlled by a third party and the Licensor shall indemnify the Licensee against any and all actions costs claims demands expenses and liabilities whatsoever resulting from any actual or alleged infringement as aforesaid [other than damages or expenses of a special indirect or consequential nature or in respect of loss of contracts or loss of revenue or profits] and at its own expense the Licensor will defend any proceedings which may be brought in that connection provided that this clause shall not apply unless:

8.1 the Licensee shall promptly notify the Licensor in writing of any allegation of infringements; and

8.2 the Licensee shall make no admissions without the Licensor’s consent; and

8.3 the Licensee shall allow the Licensor to conduct and or settle all negotiations and litigation and shall give the Licensor all reasonable assistance in relation thereto (all the costs incurred or recovered in such negotiations and litigation being for the Licensor’s account); and

8.4 the Licensor shall be under no liability under this indemnity in respect of any infringement or alleged infringement as aforesaid occasioned by the use of a design or specification originated by the Licensee as a result of the carrying out of work in order to adapt any of the Products to its customers’ requirements.

9 Any and all intellectual and industrial property rights throughout the world resulting from any work carried out by the Licensee in order to adapt the Products to its customers’ requirements or relating to an improvement to the Products generated by the Licensee (other than a Severable Improvement) shall vest exclusively in the Licensor and be assigned upon demand by the Licensee to the Licensor. 

10.   The Licensor will make reasonable efforts to confirm the accuracy and efficiency of the Licensed Technology but it makes no representation or warranty that the Licensee can successfully manufacture the Products through use of the Licensed Technology.

OR

10 The Licensor hereby warrants that the Licensed Technology would enable a Person skilled in the manufacture of [products of the same general type as the Products] to manufacture and sell the Products.

OR

10  The Licensor hereby warrants that by utilising the Licensed Technology the Licensor is able to manufacture the Products in the Licensor’s own factory at [
], but the Licensor makes no representation or warranty that the Licensee can successfully manufacture the Products.

11 If the Licensee creates a Severable Improvement to the Licensed Technology, all Intellectual Property Rights throughout the world in such Severable Improvement shall vest in the Licensee, but the Licensee shall grant to the Licensor in respect of all Intellectual Property Rights subsisting in and Know-how relating to such Severable Improvement a royalty-free, fully paid-up, worldwide and irrevocable non-exclusive licence (with power to sublicence) without limit of time, [for all purposes] [for the purpose of exploitation together with the Licensed Technology].

OR

11 The parties shall communicate [on a non-exclusive basis] regularly to each other the existence of any experience gained in exploiting the Licensed Technology and the existence of any improvements in or new applications of the same. Upon request each party shall negotiate with the other for the grant to the other of a licence upon terms to be agreed covering Know-how relating to any of the aforesaid experience, improvements or applications, or any Intellectual Property Rights  subsisting therein.  All Intellectual Property Rights throughout the world in such experience inventions or applications shall vest in the party originating the same.

APPENDIX

TECHNICAL ASSISTANCE AND TRAINING

Schedule 6

Terms of supply of licensor

Schedule 7

Royalty

1 The Licensee shall pay the Licensor during the continuance of this Agreement a royalty of [    ] per cent upon sales as hereinafter defined.

2 The said royalty shall be calculated on the actual proceeds of sales made by the Licensee of all the Products which have been manufactured by or for the Licensee and less all discounts and allowances provided that as respects any and every sale or other disposition made on terms allowing to the purchaser or other recipient a discount or allowance greater than trade discounts or allowances that are normally granted in the Territory such discount or allowance in so far as it is greater than a normal trade discount or allowance shall be ignored and added back in calculating the royalty in respect of each and every such sale or disposition.

3 The royalty payment to the Licensor under this schedule shall be due on March 31, June 30, September 30 and December 31 in each year on the said sales of the Products made in the three calendar months preceding each date and each such payment shall be remitted (together with relevant supporting vouchers) in full free of all charges and deductions [other than  withholding taxes] to the Licensor [in London] within thirty days of the due date [in pounds sterling at the closing middle market rate of exchange on that day on the London money markets between pounds sterling and the currency in which the relevant sales were made. Together with each such remittance the Licensee shall provide the Licensor with a certificate (in a form satisfactory to the Licensor) detailing the amount of withholding tax deducted in respect of the relevant remittance].

4  In the event that the Know-how becomes public other than by the action of the Licensor the Licensee shall continue to pay royalties during the term of this Agreement in accordance with this schedule and, if relevant, in accordance  with Sch.2. The obligation contained in this clause shall subsist notwithstanding anything else contained in this Agreement, and shall be without prejudice to the payment of any additional damages in the event of the Know-how becoming publicly known by the action of the Licensee in breach of this Agreement.

In witness whereof the duly authorised representatives of the Licensor and the Licensee have set their hands the day and year first above written

Name

for and on behalf of the

Licensor

Name

for and on behalf of

the Licensee

